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Headnote:

. In proceedings before the Opposition Divisions, |late-filed
facts, evidence and related argunents, which go beyond the
"indication of the facts, evidence and argunents” presented in
the notice of opposition pursuant to Rule 55(c) EPC in support
of the grounds of opposition on which the opposition is based,
shoul d only exceptionally be admtted into the proceedings, if
prima facie, there are clear reasons to suspect that such
late-filed material would prejudice the naintenance of the

Eur opean patent.

1. I'n proceedi ngs before the Boards of Appeal, new facts,
evi dence and rel ated argunents, which go beyond the
"indication of facts, evidence and argunents” presented in the
notice of opposition pursuant to Rule 55(c) EPC in support of
t he grounds of opposition on which the opposition is based,
shoul d only very exceptionally be admtted into the
proceedi ngs in the appropriate exercise of the Board's

di scretion, if such new material is prima facie highly
relevant in the sense that it can reasonably be expected to
change the eventual result and is thus highly likely to
prejudi ce mai ntenance of the European patent; and havi ng
regard also to other relevant factors in the case, in
particul ar whether the patentee objects to the admssibility
of the new material and the reasons for any such objection,
and the degree of procedural conplication that its adm ssion
is likely to cause.
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Summary of Facts and Submissions
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or for which the selected desired service point is the
particular free service point."

Granted clains 2 to 9 are dependent on Claim]l.

(a) This patent was opposed by the Appellant on the
grounds nmentioned in Article 100(a) EPC, relying
in particular on Articles 52(2)(c) EPC in that the
subject-matter of Claiml is a schene, rule or
net hod for doing business, and on Article 52(4)
and 56 EPC in that considerable parts of aiml
| ack novelty with regard to the state of the art
as established by the follow ng evidence:

D5 Affidavit of Hans Al mdated 10 Septenber 1984 and
descriptive article concerning a prior public use
of an automati c queue system constructed by
El centralen AB, in the Regional Social I|nsurance
Ofice in Malnmd, SE, in 1979; hereinafter referred
to as "the Malnb system; and

D6 Affidavit of Lars Jander dated 22 Decenber 1982
and descriptive article concerning a prior public
use of an automati c queue system constructed by
Bel a Elektronik in a bank in Sollentuna in 1981;
hereinafter referred to as "the Sol |l entuna
systent'.

(b) On 18 Cctober 1990, i.e. about one and a half
years after the expiry of the opposition period,
t he Appel | ant suppl enented the facts concerning
the state of the art by the follow ng evidence:
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D7.1 Affidavit of Bernt Anderson dated 6 July 1990

(a)

(b)

concerning automatic tel ephone call distribution
system A 435/ Triton provided by Ericsson and put
into operation on 22 May 1979 - according to the
Appel lant's statenent - at the Tele office in
Got henburg, SE; hereinafter referred to as "the
Triton systent.

The Opposition Division rejected the opposition.

It regarded the subject-matter of claiml1 as an
item of business equipment and not as a
contribution to the art in the field of business
or conputer progranm ng as such and thus an
invention within the nmeaning of Article 52(1)
EPC, in particular for the follow ng reasons:
The probl em addressed by the present application
is to provide technical nmeans in the formof an
apparatus to assist in organising customer

gueui ng. The cl ai med sol ution invol ves

i nteracting physical structures (apparatus
features) which are neither sinply the
functional realisation of an actual or notional
rul e for doing business nor the hardware

reali sations of the steps of a conputer program

As to novelty and inventive step, the Ml nd and
Sol | entuna systens (D5, D6) offer to a custoner a
plurality of turn-allocating units, which organise
separate parallel queues each for a separate
service point, and thus would give no hint howto
handl e both custoners preselecting a particul ar
service point, and custonmers with no preference
for a particular service point in a commbn queue.
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In the well-known so-called "barbershop practice”
there is no provision for a custoner to select a
desired service point by his entry into the shop.
i.e. at the instance when his turn in the conmon
gueue is all ocated.

(c) The Opposition Division found that the technical
facts concerning the Triton system were not
sufficiently relevant to affect the result of the
envi saged deci sion. For this reason, the
Qpposition Division did not admt the related
evi dence (D7.1) which was not submtted in due
time, pursuant to Article 114(2) EPC

| V. The Appellant | odged an appeal against this decision.

2980.D Y A
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sion to be taken, and m ght therefore be regarded
nadm ssi bl e under Article 114(2) EPC. In response

the Appellant filed on 6 June 1994 further evidence

conc

D7.2

D7.3

D13.

D13.

D13.

D14.

D14.

D14.

and

erning the Triton systemas foll ows:

Decl arati on by M Bernt Anderson, received by
Norens Patentbyra AB on 12 July 1990;

Affidavit of M Leif N lsson, dated 6 June 1994,
declaring that "the type A 435/ Triton tel ephone
central systemw th automatic call distribution
was taken into operation in 1979 at the tele

of fice in Gothenburg” and that the "tel ephone
central system A 435/ Triton is the sane as the
Eri csson system ASDP 162";

1 Declaration of M Janos Werner, dated
11 February 1994, concerning the education in
Teletraffic theory;

2 Lecture Program of the Kungl Tekniska Higskol an,
Stockholm on "Teletrafik systens” in spring
1977;

3 Karsten F. Larsen: "Koéteori och Informations -
systent, Stockholm 1971, pages 1 to 33;

1 Ericsson Review No. 1, 1979, front page and
pages 7 to 13, presenting the ASDP 162 system

2 LMEricsson System Manual ASDP 162
Specification, front page, and sheets 6 and 7;

3 LMEricsson System Manual ASDP 162,

"I ntroduction” page, "contents" page, and
sheet 1,

on 1 July 1994 docunents:
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D15.1 O der of Televerkets material division,
Stockhol m dated 28 August 1978 for electric
supply equi pnrent for ASDP 162/0, and

D15.2 Tinme Schedule for the installation of pilot
pl ant T-435, dated 12 October 1978 and 21
Novenber 1978.

Oral proceedings were duly held on 6 July 1994. The
Appel I ant (Opponent) requested that the decision under
appeal be set aside and that the European patent No.

0 086 199 be revoked. The Respondent (Patentee)
requested that the appeal be dism ssed and that the
pat ent be maintai ned as granted.

I n support of his request, the Appellant nade
essentially the foll ow ng subm ssions:

(a) Though Caim1l is fornulated as an apparat us
claim its subject-matter represents a schene,
rule or nmethod for doing business as such within
the neaning of Article 52(2)(c) EPC. The clained
systemis not defined in ternms of its physical
structure but only in extrenely general functional
ternms which correspond to the steps of such an
unpat ent abl e net hod. Therefore, the clainmed system
does not contribute anything nore to the art than
the nethod itself. In such a case, according to
Decision T 38/86 QJ EPO 1990, 384, if the nethod
is excluded frompatentability, so is the
appar at us.

(b) The selection unit and the conputing neans cl ai ned
in Cdaiml are also present in the "Ml nm systeni.
In this system a custoner does not exercise any
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preference for a service point when he takes one
ticket fromeach of the five turn-nunber
allocating units, the units, when placed cl ose
together, in a row constituting a turn-allocating
unit in the sense of Caim1l. A single turn-nunber
allocation unit is not clained in CCaim1 and

nor eover woul d not be inventive but nerely
trivial. Hence, the "Mal nmd systent (D5) discloses
all the features of Claim1 except the features
that the particular turn-nunber to be served is
the next in turn in the nmenorised sequence of

al | ocated turn-nunbers "for which no desired
service point is selected or for which the

sel ected desired service point is the particul ar
free service point (see lines 43 to 46 of
Claim1)". Hence, the features distinguishing the
subject-matter of Claim1 over the nearest prior
art fall within the unpatentable nmethod of doing
busi ness, and the invention does not involve any
contribution to the art in a field not excluded
frompatentability. According to Decision

T 38/ 86, Headnote IIl, it appears to be the
intention of the EPC not to permt patenting in

t hose cases.

Most of the features in the characterising part of
Claim1l1 are disclosed by the "Mal mb systent (D5),
so that Caim1l does not satisfy Rule 29(1) EPC

The features which distinguish the subject-matter
of Claiml fromthe "Mal nd systent (D5), are

i ndi cated in paragraph VII-(b) above and represent
a queue al gorithm which was used in the Triton
system as established by evidence D7.1 in
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particul ar paragraph 3. Therefore, evidence D7.1
woul d be sufficiently relevant to influence the
decision to be taken and shoul d have been admtted
into the proceedi ngs by the Qpposition D vision.
Evi dence D7.2, D7.3, Dl14.1, D14.2 and Dl14. 3 was
filed in order to further denonstrate the

techni cal relevance of the "Triton systen and
shoul d form evidence allowi ng the Board to revise
t he decision of the Opposition Division.

The cl ose and obvi ous connecti on between the

cl ai med invention and tel ecomruni cations is
supported by evidence D8 to Dl11. Additionally

evi dence D13.1, D13.2 and D13.3 show that a person
skilled in determ ning a queue sequence woul d
consult the field of tel econmunication when

sol ving a probl em concerning serving custoners
froma queue.

The above submi ssions were contested by the Respondent

who argued essentially as follows;

(a)

The subject-matter of Caim1 represents a

har dwar e- | i ke sel fconsi stent physical structure,
whi ch has a concrete technical construction wth a
turn-nunber allocating and service point selection
unit, a conmputing unit, a termnal at each service
point and an information unit. Such a technical
realisation of the clainmed systemform ng subject-
matter of the claimis by no neans a nental rule
or nethod which is only "as such" excluded from
patentability by Articles 52(2) and (3) EPC. The
terns used in Caiml wuuld give the expert an
unamnbi guous constructional instruction. A general
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formul ati on of constructional elenents of a

t hr ee-di nensi onal system- in particular in terns
of their function within the system- is an
accepted practice in European and national patent
practices and does not transform such
constructional elenments into non-technical

obj ect s.

The "Mal nb systenmt (D5) has five independently
wor ki ng turn-nunber allocating units, one for each
service point so that five parallel queues are
organi sed according to the "first in - first out”
principle. Thus, in the "Ml nd systent a custoner
selects a particular service point, joins the
correspondi ng queue and stays there until he is
served. Therefore, neither the selection unit nor
the conputing nmeans clainmed in Claim1l are known
fromthe "Mal nb systeni. Therefore, the subject-
matter of Claim 1l would provide a techni cal
contribution to the art of devices which are
useful in business.

It is contested that the features of the "Ml nd
systemt have been nade available to the public
before the priority date of the present invention.
However, even in such a case it would not have
been obvious to a skilled person - in particular
not in view of the barbershop-principle - to
provi de conputing neans whi ch deci de which
particular turn-nunber is to be served at a
particular free service point, and transmt this
information in the formof signals to an
information unit. In none of the cited prior art
docunents, there is a unit which allows a custoner
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to select a particular service point before he
enters a common queue integrating all service
poi nts. The technical inplenentation of these
unobvi ous functions forns the subject-matter of
Claim 1, which therefore involves an inventive
st ep.

(d)y It is also contested, that the technical features
of the "Triton systenm which are derivable from
the Appellant's late filed evidence D7.1, Dr7.2,
D7.3, D14.1, D14.2 and D14.3 have been nade
avai lable to the public before the priority date
of the present invention. However, the essenti al
reason for the technical irrel evance of the
"Triton system is a queue organi sation which is
conpletely different fromthe present invention.
The "Triton systent allows no selection of a
desired operator. The choice of an i ndividual
operator who serves a particular in-comng call,
is done by a supervisor by way of altering a
priority pattern to suit the traffic. The evidence
concerning the "Triton systent is therefore not
sufficiently relevant to justify its late
introduction into the proceedings.

(e) Mreover, a tel ephone network systemrepresents a
non- anal ogous art where a skilled person who is
conpetent for systens organising the serving of
custoners at service points, would not | ook for
hel p.

I X. At the conclusion of the oral proceedings the decision
was announced that the appeal is dism ssed.

2980.D Y A
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Reasons for the Decision

2980.D

Relationship between Article 52 EPC and Article 56 EPC

As set out in paragraph VII (a) and (b) above, the
Appel l ant submitted in the grounds of appeal that the
subject-matter of Caiml is a schene, rule or nethod
of doi ng business within the neani ng of

Article 52(2)(c) EPC, because the apparatus features of
the claimare in very general terns corresponding to
the steps of a nethod, which would be unpatentable, and
such appar atus does not contribute anything nore to the
art than the nethod. In this connection the Appell ant
relied upon Decision T 38/86, especially as summari sed
in headnotes |1, 1V and V.

Thi s subm ssion was further devel oped during the oral
heari ng, when it was enphasi sed that the only feature
in daim1l which was not disclosed in the Mal nd prior
use was that set out in the last lines of the claim
(colum 7, lines 41 to 46), and that the feature was
not a technical feature, so that the clainmed subject-
matter did not involve "some contribution to the art in
a field not excluded frompatentability".

In the Board's view, these subm ssions result froma
m sinterpretation of the relationship between
Articles 52 and 56 EPC. In a case such as the present,
a first question to be considered is whether the

Appel lant is correct in his contention that the
subject-matter of Claim1 does not constitute an
"invention" within the neaning of Article 52(1) EPC.
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If, contrary to the Appellant's contention, such
subject-matter is not excluded from bei ng patentable
under Article 52 EPC, a further and separate question,
al so raised by the Appellant, is whether the clained
subj ect-matter involves an inventive step.

Articles 52(2)(c) and (3) EPC

Article 52(2) EPC excludes patentability under the EPC
for ceratin categories of "subject-matter or activities
as such", which are set out in sub-paragraphs (a) to
(d) of Article 52(2) EPC. A common characteristic of
such excluded categories is that their subject-matter
is abstract in nature.

In the present case the Appellant has submtted that

t he apparatus systemclainmed in Claim1 constitutes in
effect a schene, rule of nethod for doing business,
which is one of the excluded categories. The Board does
not accept this subm ssion. The clainmed apparatus is
clearly technical in nature (cf. Decisions T 22/85 QJ
EPO 1990, 12, T 854/90, QJ EPO 1993, 669), and has
practical application to the service of "customers”
The fact that one such practical application of such
apparatus concerns the service of custoners of "a

busi ness equi pnent"” does not nean that the clained
subj ect-matter nust be equated with a nethod of doing
busi ness, as such.

Thus in the Board' s judgnment the clainmed subject-matter
is not excluded frompatentability under Article 52(2)
and (3) EPC
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This conclusion is also supported by the foll ow ng
detai |l ed consi derati ons.

The wording of Claim1 | eaves no doubt that protection
is sought for a "systemwhich is capable to determ ne

t he queue sequence of custonmers”, and thus for a three-
di rensi onal object with the afore-nentioned capacities.
Claim1l1 explicitly indicates that this system
conprises: "a turn-nunber allocation unit, a selection
unit, termnals, an information unit and conputing
nmeans”. Hence, the wording enployed in the claim
defines a technical itemwth at |least five
constructional conponents, which itemclearly bel ongs
to the category of an apparatus. Each of the five
conponents is characterised in terns of its functions.
In the present case, such a broad claimng is justified
on the basis of the disclosed enbodi nents and exanpl es.
As generally recognised, a characterisation of an
apparatus conponent by its function does not per se
transformthe corresponding claimfeature into a
neasure, which a user shall exercise onto this
appar at us conponent .

Anong the functions indicated in CCaim1, there is a
first group which can be exclusively interpreted as
apparatus properties inherent to the correspondi ng
system conponent. This first group consists of the
followi ng functions: "Allocating a turn-nunber to every
custoner desiring to be served" is a property of the
turn-nunber allocating unit. "Receiving signals
identifying the particular turn-nunber to be served and
the free service point for indicating themto the
custoners” is an attribute of the "information unit".
"Enabling custoners to select a desired service point
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anmong said plurality of service points" is a function
of the "selection unit”. "Menorising the sequence of

al l ocated turn-nunbers with the selected desired
service point" is a hardware property of the "conputing
nmeans”. "Receiving fromthe plurality of termnals
signals identifying a particular service point which is
free for serving a custoner" specifies the circuit

i nt erconnection between term nal outputs and the input
of the computing neans. "Feeding out signals
identifying the particular turn-nunber and the
particular free service point to the information unit”
characterises the circuit interconnection between the
out put of the conputing nmeans and the input of the
information unit. The above-nentioned functions do not
correspond technically to the steps of a nethod, and
therefore the true nature of the subject-matter of
Claim1 when considered as a whol e cannot be
interpreted as a nmethod for doing business as such.

There remains only one nore function in Claim1l. It
descri bes the basic working principle of the clained
conputing neans: "deciding which particular turn-nunber
is to be served at the particular free service point"
according to the rule: "the particular turn-nunber to
be served being the next in turn in the nenorised
sequence of allocated turn-nunbers for which no desired
service point is selected or (next in turn) for which
the selected desired service point is the particular
free service point". In the Board's viewonly this
functional termin Caiml is of an anphi bi ous nature
inthat it is as well a step of a nethod for doing

busi ness which may be perfornmed by a nental act as a
har dware capacity of the conputing neans, which allows
to achieve the intended technical result by the clained
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, it is clear to the skilled reader..

2980.D BN
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nature of a particular feature and is therefore not
justified.

As results fromthe above analysis, CQaimlis directed
to an apparatus which conprises, inter alia, conputer
har dwar e operating according to a particul ar conputer
program The program determ ned output signal of the
hardware is used for an automatic control of the
operation of another system conponent (information
unit) and thus solves a problemwhich is conpletely of
a technical nature. In such a case - according to the
case | aw established by the Boards of Appeal - a m x of
techni cal and non-technical elenents shall not be
excluded frompatentability under Article 52(2) and (3)
EPC. For this reason Caim1l is held to be an invention
within the meaning of Article 52(2) EPC

During the proceedi ngs before the Qpposition Division,
t he opponent relied upon the fact that, in response to
an opposition against the Swedish priority application
in Sweden on the ground that the subject-matter was not
pat ent abl e, the Swedi sh Patent O fice rejected the
application. In appeal proceedings, the Swedi sh Court
of Patent Appeals also rejected the application. In a
further appeal, the Swedi sh Suprenme Adm nistrative
Court also rejected the application. The clainms of the
Swedi sh application were essentially in respect of the
sanme subject-matter as the clainms of the patent in
suit. The ground of rejection of the Swedi sh
application essentially corresponded to the ground of
obj ection under Article 52(2) and (3) EPC agai nst the
patent in suit.
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Al t hough this history of the correspondi ng Swedi sh
application was not specifically relied upon by the
opponent during the proceedi ngs before the Board of
Appeal , nevertheless in deference to the views
expressed in support of the rejection of the Swedish
application by the Swedish Patent O fice, the Court of
Pat ent Appeal s and the Supreme Adm nistrative Court,
and in view of the object of harnonising patent
protection within the Contracting States which
underlies the EPC, the Board nmakes the follow ng
observati ons.

The Board notes that both the Swedish Patent O fice and
the Court of Patent Appeal regarded the subject-matter
of the Swedish application as constituting a solution
to a problemwhich was not of a technical nature, and

t heref ore unpat entabl e. Al though the Suprene

Adm ni strative Court confirnmed the rejection of the
application, its judgnent included a dissenting
opi ni on.

Since the issue of these decisions in Sweden between
1983 and 1987, the case |aw of the Boards of Appeal
concerning the interpretation of Article 52 EPC has
been devel oped, and has been nmatched by correspondi ng
devel opnent of the law in Sweden, as shown in the

j udgnment of the Suprene Administrative Court issued on
13 June 1990 in a case concerning an application by

N. V. Philips d oeil anpenfabrieken. This judgnent

i ndi cates that earlier Swedish case law, at the tinme of
t he above-identified decisions on the correspondi ng
Swedi sh application, had deviated fromthe EPO case

| aw.
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Havi ng regard to what is now established case | aw

wi thin the Boards of Appeal, and for the reasons set
out in detail above, the Board does not agree with the
reasoning which led to the rejection of the
correspondi ng Swedi sh application.

Admissibility of late-filed evidence

As set out in paragraphs Il1(b) and Il1(c) above, during
t he proceedi ngs before the Qpposition Division, the
opponent attenpted unsuccessfully to introduce evidence
concerning prior use of the Triton tel ephone system
nore than two years after the grant of the opposed

Eur opean patent. During the appeal proceedings, as set
out in paragraphs IV and V above, the opponent
continued to press for the adm ssibility of both the
earlier evidence and further evidence concerning the
all eged prior public use of the Triton systemand its
al l eged rel evance to the clainmed invention.

From the procedural point of view, therefore, in such
ci rcunst ances two separate questions have to be deci ded
by the Board concerning the adm ssibility of the

evi dence concerning the Triton system

(i) should the decision of the Opposition Division
that the evidence filed on 18 Cctober 1990 was
i nadm ssi bl e be overruled by the Board?

(ii) should the evidence filed on 18 Cctober 1990
together with the further evidence filed on 6 July

1994 be admtted into the appeal proceedings?

Applicabl e principles
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When deci di ng upon the answers to both these questions,
in the Board' s view the reasoning which is common to
Decision G 9/91 and Opinion G 10/91 (QJ EPO 1993, 408
and 420) should be taken into consideration, because
when interpreting the relevant provisions of the EPC
such reasoni ng makes reference to procedural principles
whi ch are applicable to the question of adm ssibility
of late-filed facts, evidence and argunents during
opposi ti on proceedi ngs.

Article 99(1) EPC requires that an opposition shall be
initiated within nine nonths of grant of a European
patent by filing a notice of opposition "in a witten
reasoned statenent”. According to Rule 55(c) EPC this
reasoned statenent nust include three conmponents:

(1) the extent to which the European patent is
opposed;

(i) t he grounds on which the opposition is based;

(iiti) an indication of the facts, evidence and
argunments in support of these grounds.

Decision G 9/91 is concerned with component (i), the
first of these three conponents of the opposition
statenent. No question arises in relation to this
conponent in the present case, since the patent in suit
was opposed to its full extent. OQpinion G 10/91 is
specifically concerned with conponent (ii) of the
opposition statenent, since the question which was
referred to the Enlarged Board by the President of the
EPO in that case was whet her or not the exam nation of
an opposition should be restricted to the grounds of
opposition referred to in the opposition statenent.
Conmponents (ii) and (iii) are closely rel ated, however.
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The "indication of the facts, evidence and argunents”
constitutes the | egal and factual reasons why the

al | eged grounds of opposition should succeed. It is
wel | established in the case | aw of the Boards of
Appeal that such | egal and factual reasons (i.e.
conponent (iii) above) in support of the statenent of
t he grounds of opposition (conponent (ii) above) nust
be set out in the notice of opposition sufficiently
conpletely so that the entire case of the opponent

agai nst the mai ntenance of the patent as granted can be
properly understood on an objective basis, both by the
patent proprietor and by the EPO if the opposition is
to be adm ssible (see for exanple Decisions T 222/85
(QJ EPO 1988, 128), T 550/88 (QJ EPO 1992, 117), T 2/89
(QJ EPO 1991, 51)).

Such "indication of the facts, evidence and argunents”
in support of the stated grounds of opposition is often
referred to as the "substantiation" of the grounds of
opposi tion.

In its reasoning which is common to Decision G 9/91 and
Opinion G 10/91, the Enl arged Board recognised in
relation to the referred questions concerning both of
conponents (i) and (ii) that "the core of the matter in
t he present cases"” is whether or not, or to what

extent, the exam nation of an opposition or an appeal

i s governed by the opponent's statenent in the notice
of opposition pursuant to Article 99(1) and Rule 55(c)
EPC (see paragraph 5 of the reasoning). The Enl arged
Board held in this respect that "Rule 55 (c) EPC only
makes sense interpreted as having the double function
of governing (together with the other provisions) the
adm ssibility of the opposition and of establishing at
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the sane tinme the legal and factual framework, within
which the substantive examination of the opposition in
principle shall be conducted™ (original enphasis).

The Enl arged Board went on to consider whether "the
above principal framework for the substantive

exam nation of the opposition” is subject to any
exceptions. In relation to conponent (ii) of the
opposition statenent, in Opinion G 10/91 the Enl arged
Board first considered the discretionary power of the
Qpposition Divisions (in paragraph 16), and held that,
having regard to Article 114 EPC, in the proper
exercise of its power, an Opposition Division may

consi der and exam ne a ground of opposition not covered
by the statenment under Rule 55(c), either of its own
notion or if such a ground is raised by an opponent.
The Enl arged Board enphasi sed, however, that such
consideration of a fresh ground, as an exception to the
principle set out above, should only take place in
cases where prima facie "there are clear reasons to
believe that (such a ground woul d) prejudice the

mai nt enance of the European patent”.

The Enl arged Board then went on to consider the
correspondi ng di scretionary power of a Board of Appeal
(in paragraph 18), and in this connection enphasi sed
that "the purpose of the appeal procedure is nmainly to
give the losing party the possibility of challenging

t he decision of the Opposition Division on its nmerits",
and furthernore that the appeal procedure is a judicial
procedure, in contrast to the first instance procedure
which is an adm nistrative procedure, and is therefore
"l ess investigative" than the first instance procedure.
Thus for a Board of Appeal to consider and exam ne a
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fresh ground of opposition pursuant to Article 114 EPC,
t he Enl arged Board held that such ground has to be
"prima facie highly relevant” (enphasis added), and the
patentee has to agree to the introduction of the fresh
ground into the appeal proceedings.

O course, when so considering the admssibility of a
further ground of opposition not covered by the notice
of opposition after expiry of the opposition period,
bot h before an Qpposition Division and before a Board
of Appeal, the Enlarged Board was necessarily
inplicitly considering the adm ssibility of such a
fresh ground in conmbination with at |east an indication
of the fresh "facts, evidence and argunent”™ which are
intended to support it. The mere stating of a fresh
ground wi thout any indication of the fresh facts,

evi dence and argunent supporting it would obviously be
i nadm ssible, either within or after expiry of the
opposi tion peri od.

It would be illogical to have one criterion for the
adm ssibility of late-filed new facts, evidence and
argunent in combination with a fresh ground, and a
different criterion for judging the admssibility of
|ate-filed new facts, evidence and argunents in support
of a ground of opposition already covered by the

opposi tion statenent.

Hence, in the Board's viewit follows that the
principles set out by the Enlarged Board as underlying
the adm ssibility of fresh grounds of opposition (cf.
conponent (ii) of the opposition statenent under

Rul e 55(c) EPC), are also generally applicable to the
adm ssibility of late-filed new "facts, evidence and
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argunent s” intended to support grounds of opposition
al ready covered by the opposition statenent, both
before the Qpposition Divisions and the Boards of

Appeal .

Thus followi ng the principles set out in Opinion

G 10/91, as regards proceedi ngs before the Opposition
Divisions, late-filed facts, evidence and rel ated
argunents, which go beyond the "indication of the
facts, evidence and argunments” presented in the notice
of opposition pursuant to Rule 55(c) EPC in support of
t he grounds of opposition on which the opposition is
based, should only exceptionally be admtted into the
proceedi ngs by the Opposition Division, if prim facie,
there are clear reasons to suspect that such late-filed
mat eri al would prejudice the naintenance of the

Eur opean patent in suit.

Such consideration of relevance as the principal factor
governing the exceptional adm ssibility of late-filed
new facts, evidence and related argunents in
proceedi ngs before the Opposition Divisions foll ows
fromthe adm nistrative character of such proceedi ngs.

As regards proceedi ngs before the Boards of Appeal,
followi ng the same principles new facts, evidence and
rel ated argunents which go beyond the "indication of
the facts, evidence and argunents” presented in the
notice of opposition in support of the grounds of

opposi tion on which the opposition is based, should
only very exceptionally be admtted into the
proceedings, if such new material is prima facie highly
relevant in the sense that it is highly likely to
prejudi ce mai ntenance of the European patent in suit.



2980.D

- 24 - T 1002/ 92

Such a nore restrictive and stringent requirenment for
the adm ssibility of late-filed facts, evidence and

rel ated argunments during appeal proceedings is fully
consistent with the three previously nentioned findings
contained in Opinion G 10/91, nanely:

(1) that the statenent under Rule 55(c) EPC set out in
the notice of opposition should establish the
| egal and factual framework within which the
substanti ve exam nation of the opposition shall be
conducted (enphasi s added);

(2) that the primary purpose of appeal proceedings is
to give the losing party the chance to chall enge
t he decision of the Opposition Division on its
merits (such a "primary purpose” of appeal
pr oceedi ngs presupposes that the | egal and factual
framewor k of the proceedi ngs does not change
follow ng issue of the first instance decision);

(3) that the appeal procedure is a judicial procedure,
and therefore | ess investigative than the first
i nstance procedure.

Beyond such consideration of high relevance as a factor
whi ch very exceptionally justifies the adm ssibility of
new facts, evidence and related argunents during appeal
proceedi ngs, as explained by the Enlarged Board the
exerci se of discretion by the Boards of Appeal under
Article 114 EPC is al so subject to broader
considerations, in line with the fact that the appeal
procedure is a judicial procedure. In particular, a
further inportant consideration to be taken into
account is the avoidance of procedural conplications
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and uncertainty for patentees during the appeal stage
of opposition proceedings, having regard also to the
fact that a European patent may subsequently be the
subj ect of revocation proceedi ngs before national
courts.

On the above basis, the Enlarged Board held that a
fresh ground of opposition can only be admtted during
appeal proceedings if the patentee agrees.

In the Board's view, when exercising its discretion
under Article 114 EPC whether to admt new facts,

evi dence and rel ated argunents which are intended to
support a previously raised ground of opposition into
t he appeal proceedings a Board of Appeal should take
into account and weigh all factors in the case which
are relevant to the exercise of such discretion,
including in particular those set out above. Thus, in
proceedi ngs before the Boards of Appeal, new facts,

evi dence and rel ated argunents, which go beyond the
"indication of facts, evidence and argunent” presented
in the notice of opposition pursuant to Rule 55(c) EPC
in support of the grounds of opposition on which the
opposition is based, should only very exceptionally be
admtted into the proceedings in the appropriate
exercise of the Board's discretion, if such material is
prima facie highly relevant in the sense that it can
reasonably be expected to change the eventual result
and is thus highly likely to prejudi ce maintenance of

t he European patent; and having regard al so to other
rel evant factors in the case, in particular whether the
pat entee objects to the adm ssibility of the new

mat eri al and the reasons for any such objection, and
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t he degree of procedural conplication that its
adm ssion is |likely to cause.

In general the later that such new material is filed,
the greater the degree of procedural conplication that
it is likely to cause.

The Board is aware that in sonme recent Board of Appeal
decisions, late-filed facts evidence and rel ated
argunents have been held inadm ssible regardl ess of
their relevance. Thus in Decision T 951/91 (to be
published in Q3 EPO), the Board of Appeal held that if
a party fails to submt facts, evidence and argunents
until after appeal proceedings have been commenced,

wi t hout adequate excuse, such late-filed material may
be held to be inadm ssible regardless of its rel evance.
Simlarly, in cases of abuse of procedure, late-filed
mat eri al has been held inadm ssible regardless of its
rel evance (Decisions T 534/89 and T 17/91 (both to be
published in QO EPO. In the Board' s view these
Decisions are in line with the principles set out
above.

Fol |l owi ng Decision T 156/84 (QJ EPO 1988, 372), the
practice in relation to late-filed facts and evi dence
has been that the EPO (both first and second instances)
has generally felt conpelled to fully exam ne the

rel evance of such material, having regard to the
interpretation of Article 114 EPC set out in that

Deci sion, by which the principle of exam nation by the
EPO of its own notion was said to take precedence over
the possibility of disregarding facts or evidence not
submtted in due tinme. Follow ng such an exam nation of
the late-filed material, the admssibility of the
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mat eri al was determ ned having regard primarily to

whet her or not (in the opinion of each instance) it was
likely to affect the outcome of the decision to be

t aken.

As regards the admissibility of late-filed facts,

evi dence and rel ated argunents before the Qpposition

Di visions, the principle set out in paragraph 3.3 above
following Opinion G 10/91 is generally simlar to the
principle set out in Decision T 156/84. As regards the
adm ssibility of new facts, evidence and argunments in
appeal proceedi ngs, however, the principles set out in
par agraph 3.4 above follow ng Opinion G 10/91 are
clearly nore restrictive than that set out in Decision
T 156/ 84.

Admissibility of the late-filed facts, evidence and
argument relating to the Triton system

Previ ous decisions of the Boards of Appeal have
established that if an opponent wi shes to rely upon
prior use as being part of the state of the art for the
pur pose of Article 54(2) EPC and as part of the |egal
and factual framework within which the substantive

exam nation of the opposition is to be conducted, the
notice of opposition nust indicate within the
opposition period, all the facts which nmake it possible
to determi ne the date of prior use, what has been used,
and the circunstances relating to the prior use. Prior
public use is only adequately substantiated if specific
details are given of what was nade available to the
public, where, when, how and by whom (see Deci sions

T 328/ 87 (QJ EPO 1992, 701) and T 93/89 (QJ EPO 1992,
718)). The notice of opposition nust also indicate the
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evi dence and argunents supporting the ground of
opposi tion.

In the present case, the notice of opposition filed
with the opposition period contains an indication of
the facts and evidence relied upon in connection with
the Mal mb system and the Sol | entuna system and al so
contains an indication of the related argunments in
support of the alleged grounds of |ack of novelty and

i nventive step. However, it contains no indication of
facts, evidence or argunent and therefore no
substantiation relating to the Triton system Such
facts, evidence and argunent were filed for the first
time about one and a half years after expiry of the
opposition period, and were held to be inadm ssible by
the Opposition Division on the basis of insufficient

rel evance (see paragraphs Il1(b) and I11(c) above). On
behal f of the opponent it was explained that the
primary reason for the late-filing of this material was
the difficulty in obtaining such facts and evidence. In
t he present case, therefore, there is no question of
any abuse of procedure by the opponent.

Wth reference to question (i) set out in paragraph 3
above, the Board has consi dered the opponent's evidence
filed on 18 COctober 1990 and the Opposition Division's
deci sion that such evidence was inadm ssible. The Board
is satisfied that such decision of inadm ssibility was
made by the Opposition Division in the exercise of its
di scretion having regard to the right principles as set
out in paragraph 3.3 above, and shoul d be uphel d.

Wth reference to question (ii) in paragraph 3 above,
the Board is satisfied that the totality of the facts,
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evi dence and argunments concerning the Triton system
whi ch has been filed by the opponent is prima facie not
sufficiently highly relevant to justify its

adm ssibility into these proceedings at such a late
stage in the overall opposition procedure.

When so deciding, the Board has in mnd not only the
degree of relevance of the late-filed material, but

al so the objection to its adm ssibility raised by the
patentee, and the nature of the material, in that it
relates to an alleged prior use of a system I|f such
material was to be admtted at a |ate stage in the
appeal procedure, it would probably be necessary to
del ay the proceedings in order to give the patent
proprietor a proper opportunity to nmake his own
enquiries concerning the alleged prior use of the
Triton system It mght then also be necessary to remt
the case to the first instance for a full consideration
of all the evidence fromboth parties concerning the
Triton system

Furthernore, the Board has in fact satisfied itself
that the Respondent's subm ssions in paragraph VIII (d)
concerning the Triton systemare technically consistent
with the disclosure in paragraph 1.1 of evidence D14. 2.
When weighing all facts and argunments presented by the
parties, it appears nore probable to the Board, that
the "Triton systent does not allow a custoner to sel ect
an individual operator within an operator group by the
call signals entering into the queui ng system structure
via the trunk routes and therefore does not affect the
deci sion to be taken.
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For the above reasons, the Board has decided not to
admt any of the late-filed facts, evidence and rel ated
argunents concerning the alleged prior use of the
Triton system

5. Article 56 EPC
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nunber allocating unit enabling custoners to select a
desired service point anong said plurality of service
points."

The selection unit defined by the wording of Caim1lis
realised in the Mal mb system via an aggregati on of

i ndependent turn-nunber allocating units which organise
i ndividually the queue for each service point according
to the "first in - first out” principle and al so all ow
selection of a particular service point. Contrary to

t he Appellant's opinion in paragraph VII-(b) above, the
conputing neans defined by the remai ni ng wordi ng of the
characterising part of claiml is not disclosed in
docunent D5 due to the fact that the "Ml nd systent
needs no signal identifying a selected desired service
poi nt .

Claim 1 does not satisfy Rule 29(1) EPC. However, this
deficiency is no ground for opposition; see
par agraph VI1-(c) above.

Starting fromthe closest prior art of the Ml nd
system the objective technical problemunderlying the
patent in suit is to provide apparatus means whi ch
allow to conbine the individually service points of the
conventional systeminto a comon pool, wherein each
free service point serves a custoner in the sane

nuneri cal sequence of one gl obal turn-nunber allocation
unit (i.e. one common queue for all service points) and
the possibility of selecting one desired service point
is maintained. This integration of the independently
working termnals of the conventional systeminto one
cooperating pool system necessitates a conplete
reorgani sation of the conventional signal flow and
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thus a change fromthe circuit interconnections of the
prior art.

This problemis solved by "conputing neans for

menori sing the sequence of allocated turn-nunbers with
the selected desired service points, for receiving from
the plurality of termnals signals identifying a
particul ar service point which is free for serving a
custoner, for deciding which particular turn-nunber is
to be served at the particular free service point and
for feeding-out signals identifying this particul ar
turn-nunber and the particular free service point to
the information unit, the particular turn-nunber to be
served being the next in turn in the nenorised sequence
of allocated turn-nunbers for which no desired service
point is selected or for which the selected desired
service point is the particular free service point".

In the appeal proceedings the Appellant argued | ack of
inventive step mainly on the basis of late-filed

evi dence which in the Board's view has no influence on
the decision to be taken. In the "barbershop practice”
a common first in-first out queue is formed which does
not take into account a custoners' preference for a
particul ar barber when he joins the queue. Mbreover,
the customer can allow his turn to |apse until the
barber of his choice is free. This basic idea of
voluntarily offering one's own turn to the next
custoner in the queue does not give a hint to provide
apparatus neans whi ch enables a custonmer to enter into
t he apparatus neans a desired service point when he
joins the queue and which automatically respects this
selection in an appropriate way when the custoner's
turn-nunber is the next in the sequence. The further
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evi dence taken into account in the opposition
proceedings is |l ess relevant.

5.5 For the reasons stated above, in the Board' s judgenent
the subject-matter of granted Claim1 involves an
inventive step within the nmeaning of Article 56 EPC.

6. Hence, it follows that granted Claim 1l can be
mai ntai ned. G anted Clains 2 to 9 concern particul ar
enbodi ments of the systemaccording to Caim1l and can
i kewi se to be naintained.

Order

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Beer G D. Paterson
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